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IN THE UNITED STATES PATENT OFFICE 



RECEIVED 

CENTRAL FAX GEHJTER 

; . NOV 2 3 



parte Stephen M. REUN1NC 
Scrial.No/ 09/897,826 
filing Date: 03 July 2001 



Appeal No. : 2004-1714 



Rule 197(b) 
REQUEST P OR REOTARTNO 



Honorable Commissioner for Patents 
Post Offt^ Box : 1450 : 

Mail Stop - Board oFPatent Appeals 
Alexandria, VA . 2023 1 . 



: . RULE 197(B) REQUEST FOR REHEARING . .. . 
This ; RF.QiJGsn^KOR Rehearing is submitted in response to the Dli Cissoti on Arrt AL (36 
^cpt20()4) : : This : j^per is ,<fcie within two months of foe.nriail^ 
Appea(; this paper is thus believed timely filed No fee is believed required. 



35 ■ 



GROUNDS UPON WHICH REHEARING IS SOUGHT" j j 
Applicant rcsppctftilty believes the Board has failed to .fully understaii^ the agencyfs 

previous cidministrntiw lact findings.' Applicant senses that this eiioi' iiiay Sif&y- "be'.due t<i the 
Office's iailure .to:;.fonmni..t6' the Board the complete prosecution! histor^ ihcl«u5ng a cb^y # the: 
parent applicatiph file, Serial No. 08/984,650 

The immediate case recites cUuins copied fium the parent application, in The parent case, 
the Examiner, accepted Applicant's RULE 132 Declaration to .^te&tte. jtlie^l MCCXJVia^ 
reference.. . . . In .the ; imrnediate case,, however, the Examiner reftises,. : ro.^ ^ ^<^t.,;the -.sffliie 
Declaration, to antedate the same reference, for Oie same chums. 



PAGE 3/6' RCVD AT 11/23/20044:14:04 PM [Eastern Standard Time] ' 8VR;USPTWFXRF-1I0 ' DNIS;872»06* CSID:97398461 59 * DURATjON (mni-ss):0244. 



BEST AVAILABLE COPY 



il/23/2084 16:10 9739846159 



REG PATENT ATTORNEYS 



PAGE 04 



... ' Ex parte- Stephen M..KkursllNCif. . 

.Serial No. 09/897,826 
, * : ; Art Unit 2175: i 
Exairiiner Sa&uet RIMEttVEsq, 

POINTS OF LAW OR FACT OVERLOOKED OR MISAPPREHENDED 
The DECISION ON Appeal correctly notes that 'the claims on appe^ jarc^ 
the claims allowed in die parent application.*' . See DECISION ON Appeal at 3, 
5 This is incorrect; The claims on appeal are diffcr-ftnt from those recited included iii the 

published- issued parbnt patent, . The parent application, however, iiiclud^V^^^ 01 ^ ^sliirns--* 
found allowable by the. Office. After the Office confirmed the. patentability., of ;,ihis subject , 
matter, these claim*; were ddnteri from the parent and filed in the immediate case,, based on the . 
i^unlnertrc^ ' : ' 

10. The. Decision on appeal also misapprehends the . content of ,MCCK);YERN, . because; "the ■ \ 

Decision contradicts : the .agency's . actaunistrative -factual finding* that MCGGVERN faik to : , 
each claim element. 

Tlie DECISION; accurately summaiize^ the clainied invention as ^ ^ 
individual. , with specifically defined prnfessiionol qiifllifications. Sea D^CTSION .at, .1. . : The 
15 Decision accurately summarizes the claimed invention: 
:l r A system, &r lo^ 

qualifications, the system comprising: a. a filter that can search a web page to 
identity : in said, web page the. presence or absence ..of . specifically ydeflhed ; 
professional qualifications, and b. an e-mail address extractor that can extract: an 
20 c-mail address fiom said web page. 



Thus, appJi^a^ion : claim I. entails using specifically defined criteria to "filter vveb - pagc»> and -^then »■ 

. extracting email addresses fcom them. The parent application recited similar application claims. 

For example, parent application claim 18 clairiis: 

IS: ..A computer implemented method . comprising: a. locating an . Internet* ^itc ..-page., ■'. i 
or web posfuig 'which' contains operator specified text comprisib^^ ^dciificaliy [ : 4 
defined experiences. b, extracting from said Internet, site .page. or w^.. posting, 
an email adifess; : ' f and* a'" Gliding' ""an : electronic mail message tk> ' said" e^cted : ^ T 
address, 
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•.• Ex pme Stephen MP. REUNMG 
Serial No. 09/897,826 

Examiner Sai'nuel RIMELL; Esq 

Sev AMi'-NDMENTiN 1 Serial No. Ofi/984,650 at 4-5 (15 Feb; 2000); ' Thi^i' pareni ^rfcatton 
claim 18v. like the ^nmediate application claim .1, «nteik using specifical ly ■ defined • eri teria . . to 
filter web pages, and then extracting email addresses from them.' y. , . 

In the parent case, parent application claim 18 was rejected as obvious . over 
MCGOVER^i^e OfTTCe ACTION at 4-6 (1 May20n(>)* : • '■ 

.hi response, Applicant submitted a RULE 132 Declaration. (14 My\%)0(i)> lb! response, 
the Office withdrew the obviousness rejection over MCGOVERN and conceded that claim. 1 8 is 
patentable &?<?'<?.£.; <T)FFmx Action at 2 (24 Aug_ 2000). : i; 

lh-respons<* td tbe 1 : May 2000 obviousness rejection over MCGiOyfil^; ^ Applicant dso 
explained .th^t "McGoveni does not disclose a system involving getting-.m er.i^iL^cessvi-vby 
c^xh^ction or otherwise - from an Internet page or web posting; MeGovem'js c-moti adclticssca 
need to ^" individually scait to or input' into : the systeia" See Amendme^^;;^ 
(emphasis in original). In response, the Office withdrew the rejection based jon MCGOVERN 
and concede*! That claim 1 8 is patentable. See OFFICE ACTION at 2 (24 Aug! 2(K)6). 

r ftie Office made an express written finding that clairp 18 is patentable {^ f^: the Office- 
reiterated "this fintiing : more - than 6hoe). the Office has lor^ that ^ against 
professional . qn^ifictfioiis . and .electronically extracting e-matt. v 

qualifications are met" is a novel, non^obvious combination. Based on Hie: Office's vvrtterV tact 
finding, ^^icant. filed .the'-iraiiKdi^Vipplicatioit. Having, made this-i..^ 
represented to Applicant in >, waiting that the immediate subject matter is .patotoblc^.the Board 
sliould not condone the Examiner's arbitary and capricious chmige in pc^tibn. 



■4- 



/ N.B.: Parent app&caiipi^ includes. » third .step: .sending an: email; ^rt-might^Kayfcbccri ^rgued-that 

this third step differentiates the two claims, making the Applicant's Declaration applicable to one, but not the other. 
TJie-Ofljce,' liowcvgn-.srKjcifically rejected this argument, finding, to the contrary,, that extracting an fiirmil allHw&s. 
iDhcrently^ncludes'sciidihg an cmail as a- mere' obvious variant thereof The. Office. to thcrdfe^ 
material. 
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Ex parte ■■■ Stephen M : . REUNtNG J 
Serial No,. 09/897,826 

■ . . . . ; ^ArtU bit 2^75^ 

Examiner Samuel RIMELL. Esq. 

SUMMARY 

Tlx: DECISION ON APPl-Ar.;(30 Sept 2004) relies on factual as&iimptionV which are : . directly 
contradicted by the agency's prior administrative fact findings, MCGOVERN fails to include 
ench claim element, and MCGOVERN must be withdrawn as a reference because the Office has 
previously concluded thai Applicant nntadates it. . ■ 

Respectfully submitted, ........ . . 
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